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1 )KI Responsive to communication(s) filed on 23 October 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-55 is/are pending in the application. 

4a) Of the above claim(s) 6-9, 15 and 16 is/are withdrawn from consideration. 

5) ^ Claim(s) 23,32,34,36,46,48 and 50 is/are allowed. 
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DETAILED ACTION 

The Reply filed by Applicant on 10/23/2008 is hereby acknowledged. The 
addition of New Claim 55 is hereby acknowledged. Claims 1-55 are pending. 
Claims 6-9 and 15-16 remain withdraw as being drawn to nonelected subject 
matter. Claims 1-5, 10-14 and 17-55 are examined herein on the merits. 
Any objection or rejection of record not specifically addressed below is 
considered to be hereby withdrawn in response to Applicants arguments when 
taken together with the claim amendments. 



Double Patenting 

Claims 1-5, 10-14, 17-22, 24-30, 37-44 and 51-54 remain and claim 55 is 
rejected on the ground of nonstatutory obviousness-type double patenting as 
being unpatentable overclaims 1, 3-4, 6, 8, 11, 13, 15 and 17 of U.S. Patent 
No. 6566585. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because all of the limitations of the current 
claims are met by the claims and narrow genus of patent 6566585. The claims 
are rejected for the reasons of record in the office actions mailed out 10/10/2007 
and 07/23/2008 as well as the reasons set forth below. 

Applicant's arguments filed 10/23/2008 have been fully considered but 
they are not persuasive. 

Applicants urge that US patent 6566585 is not the same invention and is 
not identical subject matter under 35 USC 101 (page 12 of response). 
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This is not persuasive because the claims are rejected under obvious-type 
double patenting and not statutory double patenting. 

Applicants urge that a time extension would not be given if the patent 
issues. 

This is not persuasive because patent law prevents the issue of more than 
one patent for the same invention. 

Applicants urge that the disclosure may not be used as prior art and that 
only the claims may be used in determining double patenting (pages 13-14). 

This is not persuasive because the MPEP states in MPEP 804 (II) (B) (1) 
states "Further, those portions of the specification which provide support for the 
patent claims may also be examined and considered when addressing the issue 
of whether a claim in the application defines an obvious variation of an invention 
claimed in the patent. In re Vogel, 422 F.2d 438, 441-42, 164 USPQ 619, 622 
(CCPA 1970). The court in Vogel recognized 'that it is most difficult, if not 
meaningless, to try and say what is or is not an obvious variation of a claim,' but 
that one can judge whether or not the invention claimed in an application is an 
obvious variation of an embodiment disclosed in the patent which provides 
support for the patent claim". It is recognized that the disclosure may not be 
relied on for what is not claimed, but wherein an embodiment of the claim is 
present in the disclosure that directly supports a claim, it may be relied upon for a 
double patenting determination. The MPEP further states "this use of the 
disclosure is not in contravention of the cases forbidding its use as prior art, nor 
is it applying the patent as a reference under 35 USC 103, since only the 
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disclosure of the invention claimed in the patent may be examined". In this 
particular case SEQ ID NO:1, which is 100% identical to SEQ ID NO:1 of the 
instant claims is the only embodiment supporting the claim of the branching 
enzyme in US Patent 6566585, and as such is anticipatory to the sequence of 
the instant claims. 

In response to Applicant's arguments that a foreign nucleic acid molecule 
comprising a branching enzyme and a foreign nucleic acid molecule comprising a 
branching enzyme and an amylosucrase protein are not obvious variants of one 
another, one has to determine if the instant claims are anticipated by the patent 
claims. Because the instant claims do not exclude other proteins and are generic 
to the claims of the patent, the claims of US patent 6566585 do anticipate the 
instant claims and meet all of the claim limitations, thus necessitating the 
rejection of obvious-type double patenting. 

Applicants further urge on pages 14-1 5 that only the claims of the patent 
may be used in the analysis and that the claim includes all branching enzymes 
and therefore is not a narrow genus. 

This is not persuasive because as discussed above, the direct support for 
a claim may be used in determining obvious variants. The sequence of the 
instant claims is present in the only working example of US patent 6566585, thus 
the sole means of support for the claims where structure and function are 
demonstrated is present in SEQ ID NO:1 , which is a narrow genus. 

Claims 23, 32, 34, 36, 46, 48, and 50 are allowable. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to BRENT PAGE whose telephone number is 
(571)272-5914. The examiner can normally be reached on Monday-Friday 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Anne Marie Grunberg can be reached on (571 )-272-0975. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Brent T Page 
/Russell Kallis/ 

Primary Examiner, Art Unit 1638 



